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DETAILED ACTION 

1. Claims 1-34 are presented for examination. Claim 35 is canceled. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4, 10-11, 13, 15-16, 19-20, 23, 26, 29, and 30-33 are rejected under 35 U.S.C. 
103(a) as being unpatentable over King et al (hereinafter King), U.S. Patent 5,895,471, in 
view of Lagarde et al (hereinafter Lagarde), US 5,721,908. 

4. King was cited by the applicant in the IDS. Lagarde was cited in the previous office 
action. 

5. As per claim 1, King taught the invention substantially as claimed including a system for 
providing Internet-related services in response to a handheld device without requiring the 
handheld device to itself be Internet-enabled (col.3, lines 51-53, col.4, lines 1-9), 
comprising: 
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a. A client module (col. 4, lines 47-50) embedded in the handheld device (col. 4, lines 
47-50, 55-56) to enable the handheld device to directly send a selected stored 
URL via a local communication link, wherein the URL indicates a desired 
Internet web page (col.5, lines 19-21, 25-27, col.7, lines 4-16, 20-29, 35-40, col.8, 
lines 50-53); 

b. A receiver that receives the URL sent from the handheld device via the local 
communication link (col. 3, lines 59-61, 63-65, col. 6, lines 32-37, 55-61); 

c. A web access module coupled to the receiver and to an external Internet via an 
Internet communication link different from said local communication link to 
access and retrieve the desired web page from a remote web server via the 
external Internet (col.l, lines 42-44, 53-55, 60-62, col.4, lines 18-25, col.6, lines 
32-40, 55-61). 

6. King did not specifically teach a render system being coupled to the web access module 
and physically separated from said handheld device, to render the retrieved web page in a 
human discernible format to a user on said render system. Lagarde taught a render 
system (e.g. IBM Digital Server and output devices including fax, printer, retail, banking, 
TV and cable) being coupled to the web access module and physically separated from 
said handheld device (col. 15, lines 3-31), to render the retrieved web page in a human 
discernible format to a user on said render system (col. 12, lines 40-46, 50-52, col. 15, 
lines 3-22, col. 18, lines 13-19). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings of King and Lagarde 
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because Lagarde's teaching of using a render system separated from handheld device to 
display web pages enables King's system to use alternative outputs to present the 
retrieved contents to different output units such as fax, printer, retail or banking 
installation and video depending on the output type (see Lagarde, col. 15, lines 12-22). 

7. As per claim 13, King taught the invention substantially as claimed including a system 
for providing an Internet-related service from a remote Internet-related server via an 
Internet communication link based on a URL indicated by a handheld device (col. 3, lines 
51-53, col. 4, lines 1-9, 47-50, 55-56), comprising: 

a. A receiver module to receive the URL from the handheld device via a local 
communication link (col.3, lines 59-61, 63-65, col. 5, Hnes 19-21, 25-27, col.6, 
lines 32-37, 55-61, col.7, lines 4-16, 20-29, 35-40, col8, lines 50-53); 

b. A web access module to access and retrieve the Internet-related service via the 
Internet communication link based on the URL (col.l, hnes 42-44, 53-55, 60-62, 
col.4, lines 18-25, col.6, lines 32-37, 55-61, col.7, lines 4-16, 20-29, 35-40, col.8, 
lines 14-29, 50-53). 

8. King did not specifically teach a render module, coupled to the web access module and 
physically separated from the handheld device, to render the retrieved Internet-related 
service in a human discernible format to a user on the render module. Lagarde taught a 
render module coupled to the web access module and physically separated from the 
handheld device (col. 15, lines 3-3 1), to render the retrieved Internet-related service in a 
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human discernible format to a user on said render module (col. 12, lines 40-46, 50-52, 
coL15, lines 3-22, col.18, lines 13-19). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to combine the teachings of King and 
Lagarde because Lagarde's teaching of using a render module separated from handheld 
device to display web pages enables King's system to use alternative outputs to present 
the retrieved contents to different output units such as fax, printer, retail or banking 
installation and video depending on the output type (see Lagarde, col. 15, lines 12-22). 

9. As per claim 29, King taught the invention substantially as claimed including a mobile 
system capable of communicating with a gateway module (col. 4, lines 28-37), which 
comprise a web access module to access and retrieve an Internet-related service from a 
remote Internet-related server via an Internet communication link based on a URL (col 1, 
lines 42-44, 53-55, 60-62, col.4, lines 18-25, col.6, lines 32-37, 55-61, col7, lines 4-16, 
20-29, 35-40, col. 8, hnes 14-29, 50-53), the mobile system comprising: 

a. A client module (col.4, lines 47-50, 55-56) to enable direct sending of the URL 
via a communication link to the gateway module for use in the access and 
retrieval of the Internet-related service (col.l, lines 42-44, 53-55, 60-62, col.4, 
lines 18-25, col.5, lines 19-21, 25-27, col.6, lines 32-40, 55-61, col.7, lines 4-16, 
20-29, 35-40, col.8, lines 50-53), 

10. King did not specifically teach a render module to receive the retrieved Internet-related 
service, wherein the gateway module communicates the retrieved Internet-related service 
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with the rendering module, which is physically separated from the mobile system, and is 
configured to render the retrieved Internet-related service in a human discernible format 
to a user on the rendering module. Lagarde taught a render module to receive the 
retrieved Internet-related service wherein the gateway module communicates the 
retrieved Internet-related service with the rendering module (col, 12, lines 40-46, 50-52, 
col. 15, lines 3-22, col. 18, lines 13-19), which is physically separated from the mobile 
system (col. 1 5, Hnes 3-31), and is configured to render the retrieved Internet-related 
service in a human discernible ft)rmat to a user on the rendering module (col. 12, lines 40- 
46, 50-52, col. 15, lines 3-22, col. 18, lines 13-19). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the teachings of 
King and Lagarde because Lagarde' s teaching of using a render module separated from 
the mobile device to display web pages enables King's system to use alternative outputs 
to present the retrieved contents to different output units such as fax, printer, retail or 
banking installation and video depending on the output type (see Lagarde, col. 15, lines 
12-22). 

1 1 . As per claim 32, King taught the invention substantially as claimed including a gateway 
system capable of receiving a communication including URL via a communication Unk 
from a mobile system (col.3, lines 59-61, 63-65, col. 5, lines 19-21, 25-27, col.6, lines 32- 
37, 55-61, col.7, lines 4-16, 20-29, 35-40, col.8, lines 50-53), said gateway system 
comprising: 
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a. A communication module to receive the communication from mobile system, said 
communication including a selected URL (col.l, lines 42-44, 53-55, 60-62, col.4, 
lines 18-25, col.5, lines 19-21, 25-27, col.6, lines 32-40, 55-61, col.7, lines 4-16, 
20-29, 35-40, col.8, lines 50-53); 

b. A web access module to access and retrieve an Internet-related service from a 
remote Internet-related server via an Internet communication link based on the 
URL (col.l, lines 42-44, 53-55, 60-62, col.4, lines 18-25, col.6, lines 32-37, 55- 
61, col,7, lines 4-16, 20-29, 35-40, col.8, lines 14-29, 50-53). 



12. King did not specifically teach a render module to receive the retrieved Internet-related 
service from the web access module, said render module being physically separated from 
said mobile system and configured to render the retrieved Internet-related service in a 
human discernible ft)rmat to a user on the render module. Lagarde taught a render 
module to receive the retrieved Internet-related service from the web access module 
(col.l2, lines 40-46, 50-52, col.l5, lines 3-22, col.l8, lines 13-19), said render module 
being physically separated from said mobile system (col. 15, lines 3-31) and configured to 
render the retrieved Internet-related service in a human discernible format to a user on the 
render module (col.l2, lines 40-46, 50-52, col.l5, lines 3-22, col.18, lines 13-19), It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine the teachings of King and Lagarde because Lagarde' s teaching of using 
a render module separated from mobile system to access and display Internet-related 
services enables King's system to use alternative outputs to present the retrieved contents 
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to different output units such as fax, printer, retail or banking installation and video 
depending on the output type (see Lagarde, coL15, lines 12-22). 



13. As per claim 2, King and Lagarde taught the invention substantially as claimed in claim 
1 . King further taught that the handheld device fits into a user's palm (e.g. cell phone; 
col.4, lines 28-37), 



14. As per claims 3 and 30, King and Lagarde taught the invention substantially as claimed in 
claims 1 and 29. King further taught to comprise a memory coupled with the handheld 
device to store at least on URL, wherein the URL sent is selected from the at least one 
URL (abstract, col.4, lines 7-15). 

15. As per claims 4, 3 1 and 33, King and Lagarde taught the invention substantially as 
claimed in claims 1, 30 and 32. King further taught a communication module in the 
handheld device that receives the URL from a remote site via a second communication 
link coupled to the communication module (col.3, lines 59-63). 



16. As per claims 10-11 and 15-16, King and Lagarde taught the invention substantially as 
claimed in claims 1 and 13. King fiirther taught that the web access module 
communicates with the remote web server via the Internet communication link using an 
open standard communication protocol such as HTTP (col. 1, lines 57-62, col. 3, lines 42- 
47, col. 6, lines 32-41). 
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17. As per claim 19, King and Lagarde taught the invention substantially as claimed in claim 
1 . King further taught wherein the web access module comprises a web browser without 
a rendering function (col. 6, lines 34-41). 

18. As per claim 20, King and Lagarde taught the invention substantially as claimed in claim 
1 . Lagarde further taught that the rendering system is a device-specific rendering system 
(col. 15, Unes 12-32). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of King and Lagarde because 
Lagarde' s teaching of using a render system separated fi*om handheld device to display 
web pages enables King's system to use alternative outputs to present the retrieved 
contents (see Lagarde, col.l, lines 12-22). 

19. As per claims 23, King and Lagarde taught the invention substantially as claimed in 
claim 1 . King further taught that the client module does not have Internet access function 
and does not include an Internet web browser appUcation program or provide any direct 
connectivity to the Internet (col. 4, lines 28-37). 

20. As per claim 26, King and Lagarde taught the invention substantially as claimed in claim 
1 . King further taught that the URL is in the actual URL form or embedded in a 
hyperlink (col.l, lines 60-62), 
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21. Claims 5-9, 12, 14, 17-18, 21-22, 24-25, 27-28 and 34 are rejected under 35 U.S.C. 

103(a) as being unpatentable over King and Lagarde as applied to claims 1,4, 13, 29 and 
32-33 above, and further in view of "Official Notice". 



22. As per claim 5, King and Lagarde taught the invention substantially as claimed in claim 
4. King and Lagarde did not specifically teach that the second communication link is a 
link to a wireless network. However, Official Notice is taken that it would have been 
obvious to use link to a wireless network for portable devices. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have the 
second communication link linking to a wireless network in King and Lagarde' s system 
to provide wireless communication for portable device and reduce the need of physical 
connection. 



23. As per claims 6 and 21-22, King and Lagarde taught the invention substantially as 
claimed in claims 1 . King further taught that the handheld device is selected from a 
group of devices consisting of a cellular phone device (col. 4, lines 28-37). King and 
Lagarde did not specifically teach that the handheld device consisting of a pager device, a 
cellular phone device, a personal organizer device, and a palm pilot device a watch 
device and an information appliance device. However, many different portable devices 
can be selected and used in King and Lagarde's system. It would have been a design 
choice to pick and select all suitable handheld devices usable in the taught invention. 
Official Notice is taken that the limitations narrowed by these claims are consider 



Application/Control Number: 09/490,553 Page 1 1 

Art Unit: 2154 

obvious and furthermore a matter of design choice. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select any suitable handheld 
devices as the handheld device taught by King and Lagarde so to enable users of different 
types of handheld devices to have the ability to access and communicate with the web 
access module taught in King and Lagarde's system and retrieve web page contents. 

24. As per claims 7 and 34, King and Lagarde taught the invention substantially as claimed in 
claims 1 and 33. King and Lagarde did not specifically teach that, the web access 
module, and the render system all physically reside within a single enclosure separate 
from the handheld device. However, Official Notice is taken that it would have been 
obvious to implement various devices into a single enclosed system to provide multiple 
functionalities from one system to allow simplified management and administration and 
also minimize office space. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made combine the teachings of King and Lagarde and to 
build the receiver, the web access module and the render system in King and Lagarde's 
system within a single enclosure separate from the handheld device as a single unit to 
save space. 

25. As per claims 8-9 and 17-18, King and Lagarde taught the invention substantially as 
claimed in claims 1 and 13. King further taught that the local communication link is a 
wireless communication link and is selected from a group of communication links 
consisting of: radio-frequency communication link, an infrared communication link or 
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other equivalent modes (col.4, lines 28-37). King and Lagarde did not specifically teach 
that the wireless communication link is selected from a group of communication links 
consisting of: a microwave communication link, a laser communication link, and 
combination thereof However, Official Notice is taken that it would have been obvious 
for one of ordinary skill in the art to implement different types or combinations of these 
listed communication links as the wireless communication link as design choices. 
Furthermore, one of ordinary skill in the art would have been motivated to select types of 
wireless communication links according to the users' needs or cost of implementation to 
provide better mobility. It would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to combine the teachings of King and Lagarde and 
further use various types or the combinations of wireless communication link to 
eliminates the needs for using physical cables and fully advance the mobility of King's 
handheld devices. 

26. As per claims 12, 14 and 27-28, King and Lagarde taught the invention substantially as 
claimed in claims 1 and 13. Lagarde further taught that the render system further 
comprises at least one render system selected from a group of systems consisting of a 
printer system, a display system, a user interface display system, an audio/video player 
system, and a Web television system (col. 15, lines 3-32). King and Lagarde did not 
specifically teach that the render system further comprises at least one render system 
selected from a group of systems consisting of a projection display system and a 
combination thereof However, Official Notice is taken that the limitations narrowed by 
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these claims are consider obvious and furthermore a matter of design choice. It would 
have been obvious to select different types or combinations of outputting systems as the 
rendering system according to different needs. It would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to combine the teachings of 
King, Lagarde and a use of outputting systems of any type or combination of types as the 
rendering system to display or print the desired contents to provide the users' different 
needs (i.e. presentations, reports). 

27. As per claims 24, King and Lagarde taught the invention substantially as claimed in 
claim 1 . King and Lagarde did not specifically teach that the client module has Internet 
access function and include an Internet web browser, but neither the Internet access 
function nor the Internet web browser are utilized to send the URL via the local 
communication link. However, Official Notice is taken that it would have been obvious 
to use desired mobile devices that includes the browsing and Internet access function as 
the mobile device claimed. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to combine the teachings of King and Lagarde and 
further select and use mobile devices that support internet access and browsing features 
as a design choice to enable various types of mobile device to function as the mobile 
device in King and Lagarde's system for sending URL rather then limiting the usage to 
specific types of mobile devices. 
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28. As per claim 25, King and Lagarde taught the invention substantially as claimed in claim 
1 . King and Lagarde did not specifically teach wherein only the URL is communicated, 
and the URL is communicated by sending only a few bytes of data. However, Official 
Notice is taken that it would have been obvious that URL can be communicated by 
sending only a few bytes of data since URLs are relatively small in size. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
communicate the URL by sending only a few bytes of data since URL is known to be 
small in size for transmission. 

Response to Arguments 

29. Applicant's arguments filed 6/9/2005 have been fully considered but they are not 
persuasive. 

30. In the remark, applicant argued that (1) Lagarde is non-analogous art. (2) There is no 
motivation to combine King and Lagarde. (3) Impermissible Hindsight Reconstruction. 
(4) The combination of King and Lagarde does not discloses or suggest multiple steps in 
claim 1 since King does not directlv send a selected stored URL wherein the URL 
indicates a desired Internet web page as recited in claim 1 . 

31. Examiner traverse the argument that: 

As to point (1), in response to applicant's argument that Lagarde is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if not, then be 
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reasonably pertinent to the particular problem with which the apphcant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Lagarde is in the field of apphcant's 
endeavor since Lagarde taught to route URL request responses to control program agent where 
the control program agent allows alternative output directions for the response. Although 
Lagarde does not teach to send the request fi'om a handheld device, such limitation is shown in 
King reference. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

As to point (2), motivation for combining can be found in Lagarde. Lagarde taught a render 
module coupled to the web access module and physically separated from the handheld device 
(col. 15, lines 3-31), to render the retrieved Internet-related service in a human discernible format 
to a user on said render module (col. 12, lines 40-46, 50-52, col.l5, lines 3-22, col. 18, lines 13- 
19). It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine the teachings of King and Lagarde because Lagarde' s teaching of using a 
render module separated from handheld device to display web pages enables King's system to 
use alternative outputs to present the retrieved contents to different output units such as fax, 
printer, retail or banking installation and video depending on the output type (see Lagarde, 
col.15, lines 12-22). 

As to point (3), in response to applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
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obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. S^^^ In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). In this case, Lagarde taught a render module coupled to the web 
access module and physically separated from the handheld device (col. 15, lines 3-31), to render 
the retrieved Internet-related service in a human discernible format to a user on said render 
module (coL12, lines 40-46, 50-52, col.l5, lines 3-22, col.lS, lines 13-19). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine the 
teachings of King and Lagarde because Lagarde' s teaching of using a render module separated 
from handheld device to display web pages enables King's system to use alternative outputs to 
present the retrieved contents to different output units such as fax, printer, retail or banking 
installation and video depending on the output type (see Lagarde, col,15, lines 12-22). 
As to point (4), in response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies (i.e., 
directly send a selected stored URL) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, Hmitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Because Applicants have failed to challenge any of the Examiner's "Official Notices" stated in 
the previous office action in a proper and reasonably manner, they are now considered as 
admitted prior art. See MPEP 2144.03 
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Conclusion 

32. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi'om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi*om the mailing 
date of this final action. 

33. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenny Lin whose telephone number is (571) 272-3968. 
The examiner can normally be reached on 8 AM to 5 PM Tue.-Fri. and every other 
Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John FoUansbee can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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